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1) Legislation on registering and protecting trademarks
At this time, Ukrainian legislation uses three different terms to denote the same legal notion of trademarks. For the purposes of this presentation we shall use the term "trademark".

The major legal acts which regulate trademarks

· 
Paris Convention for the Protection of Industrial Property of 1883;

· 
Nice Agreement Concerning the International Classification of Goods and Services for the Purposes of the Registration of Marks of 1957;

· 
Madrid Agreement Concerning the International Registration of Marks of 1891 with the Protocol to it of 1989;

· 
Agreement on Measures on Warning and Discontinuing Use of False Trademarks and Geographic Denotations of 2000 signed by the CIS countries;

· 
Law of Ukraine "On Protection of Rights to Trademarks and Service Marks" of 1994;

· 
Law of Ukraine "On Protection of Rights to Indications of Origin of Goods" of 1999;

· 
Law of Ukraine "On Protection Against Unfair Competition” of 1996.

Definition of the trademark and some general problems

The Law "On Protection of Rights to Trademarks and Service Marks" defines a trademark as a mark that distinguishes goods and services of one person from similar goods and services of another person.

Trademarks can be verbal (words or combinations of letters), graphic (graphic compositions), volumetric (figures or their compositions of any shapes on a plane) or other symbols or their combinations. A trademark can consist of sound, light, color or combinations of colors. 

The Law "On Protection of Rights to Trademarks and Service Marks" does not protect marks that:

·
cannot be distinguished one from another;

·
are common-use characters or terms;

·
indicate a kind, quality, quantity, property, mission, value of goods and services as well as place or time of manufacturing or sales of goods or services;

·
mislead or may potentially mislead persons about the goods, services or individuals that produce goods or provide services;

·
are commonly used to denote goods of that kind. 

Marks that are not protected under the law include:

·
the State Coat of Arms;

·
emblems, abbreviations or full names of international or intergovernmental organizations;

·
official monitoring, guarantee and trial hallmarks and seals;

·
awards and other honors.

However, these elements can be included in the mark as unprotected elements, by consent of an authorized body or of the mark’s owners. (In Ukraine, until recently, this authorized body was the Interdepartmental Commission on Coordination of Legal Protection of Marks for Goods and Services, which was abolished by Order of the Cabinet of Ministers on 29 January 2003. It is still not clear what body will be authorized to give such consent in the future).

Marks that cannot receive protection by law include those that are identical or similar up to the point that they may be confused with :

·
trademarks for similar goods and services, registered or filed for registration in Ukraine by some other person;

·
trademarks of other persons, if these marks are protected without registration on the basis of international treaties to which Ukraine is party;

·
company names known in Ukraine and belonging to other persons, which received the right to the company names before the application date to use similar goods or services;

·
qualified indications of origin of goods, except for in cases when they are included in a mark as unprotected elements;

·
registered, certified trademarks.

According to recent changes in the Law "On Protection of Rights to Trademarks and Service Marks", marks, which were used in good faith prior to 1 January 1992 by two or more legal persons to denote similar subjects, are not protected as trademarks now.

The property right to a trademark is certified by a certificate, which is issued for 10 years from the date of application for registration. The certificate can be extended for another 10 years. The certificate is issued to the applicant, who was the first to file a registration application or who has declared priority with an earlier date.

Priority is established for marks, which have been demonstrated at official or officially recognized exhibitions. To confirm exhibition priority for a trademark, an applicant has to attach a document certifying his participation in the exhibition, attested by the administration of the exhibition. At trial, an official exhibition catalogue can serve as proof of participation in the exhibition.

The owner of the certificate has a right (but not a duty) to supplement it with a warning mark, which indicates that this mark is registered in Ukraine.

A duly registered trademark can be presented in the language of the original, which means that the trademark can be registered in a foreign language.

Ukrainian law on trademarks and on the origin of goods establishes a national regime for foreigners, meaning that foreigners have the same rights to trademark registration and protection as do nationals of Ukraine. However, patent attorneys must represent foreigners and stateless persons unless (for foreigners only) an agreement between Ukraine and the relevant foreigners’ home country provides otherwise.

Grounds for termination of a trademark’s legal protection 
· The owner has the right to abandon totally or in part the use of a trademark on the basis of an application to this effect;

· A trademark certificate becomes null and void if the fee for renewal of its certificate has not been paid;

· A trademark certificate becomes null and void if a court rules that the trademark has become the common name used for goods and services of a certain type;

· Anyone may file suit in court requesting that a trademark registration certificate be cancelled on the grounds that the mark has not been used or has been insufficiently used in Ukraine for three years after the date of the publication of information on the issuing of the certificate or from date, when usage of the mark was terminated.

Sanctions for trademark infringement
An owner can enforce his rights to a trademark in a commercial court or through administrative proceedings before Ukraine’s Antimonopoly Committee, or before the Appellate Chamber of the State Department of Intellectual Property. 

Ukrainian law provides for civil, administrative and criminal liability for trademark infringement. The Laws "On Protection of Rights to Trademarks and Service Marks" and "On Protection Against Unfair Competition”, as well as the Criminal, Administrative-Procedural, and Customs Codes, list sanctions for trademark infringement. 

Over the last year, 416 criminal cases connected with the infringement of intellectual property have been brought in Ukraine. 53 out of the 416 cases were brought under article 229 of the Criminal Code, on "wrongful usage of a trademark".

The requirement to discontinue infringement and compensate losses

Under the Laws "On Protection of Rights to Trademarks and Service Marks" and "On Protection Against Unfair Competition", an owner of a certificate can demand that an infringement be halted, can demand compensation of losses resulting from the infringement, and can demand that the wrongfully used mark be removed from the goods and their packaging.

Fines

Ukraine’s Criminal, Customs and Administrative Procedural Codes, and the Law of Ukraine "On Protection Against Unfair Competition", prescribe fines for trademark infringement. Under Ukrainian law, criminal and administrative sanctions can only be imposed on individuals – not legal entities.

The Administrative Procedural Code envisages a fine of 10 to 200 minimum tax-free incomes(“mtfi”) (31-630 USD) for wrongful use of a trademark.

The Criminal code provides for a fine of 100 to 200 mtfi (315-630 USD) for wrongful use of a trademark in connection with receiving a large profit (i.e., a profit of 300 mtfi or more (950 USD).

The current Customs Code provides for sanctions for citizens and officials who transport across Ukraine’s border objects manufactured in violation of intellectual property rights. For citizens, the fine is from 1 to 500 minimal wages officially established as of the date of the infringement (35-17,500 USD). The fine for officials is from 10 to 1,200 minimal wages (350-42,000 USD). The new Customs Code, which will enter into force on 1 January 2004, contains sanctions for transporting across the Ukrainian border, goods that contain objects of intellectual property. These sanctions include the suspension of customs clearance of goods, commencing an action for infringement of the customs rules and seizure of such goods.

The sanctions for legal entities are listed in the Law "On Protection Against Unfair Competition". For committing an act constituting unfair competition, a legal entity is fined up to three percent of its proceeds for the financial year preceding the year in which the legal entity is fined. If the calculation of turnover is impossible, the legal entity can be fined up to 5,000 mtfi (approximately 16,000 USD). If the act was committed by persons, that are not “subjects of business activity”, they can be fined up to 2,000 mtfi (approximately 6,400 USD). The definition of unfair competition includes the use of another person’s trademark without permission. Whether the trademark has to be registered for such sanctions to be imposed, is not clear from the law.

Fines with confiscation of illegally manufactured goods

The Code on Administrative Infringements and the current Customs Code stipulate fines with confiscation of illegally manufactured goods, equipment and materials, designed for manufacturing such goods.

Public and correctional labor

The Criminal Code contains the sanction of community works of from 100 till 200 hours, or correctional labor of up to two years, for wrongful usage of a trademark if this resulted in large scale profits (950 USD).

Appeal to the Antimonopoly Committee to seize the goods that contain a wrongfully used mark
If the fact of wrongful use of another person's marks, promotional materials or packaging is established, or if the fact of copying another’s goods is established, interested persons can petition the Antimonopoly Committee of Ukraine to seize the goods from it’s their manufacturer and from their seller. This last resort will be used when the possibility of confusing the mark with the trademark of other subject of business activity cannot be removed by any other means. 

2) Latest changes in Ukrainian trademark law
New Legislative acts in the field of trademarks
·
In 1999, the Law of Ukraine " On Protection of Rights to Indications of Origin of Goods" was adopted. This Law determines and regulates the concepts of "simple indication of origin of goods", "qualified indication of origin of goods", "name of a place of origin of goods", and "geographical indication of origin of goods". 

·
On 1 January 2002, the 8th edition of the International Classification of Goods and Services (the Nice Classification) came into force. 

·
In 2000, Ukraine ratified the Agreement on Measures on Warning and Discontinuing Use of False Trademarks and Geographical Denotations, signed in Minsk by the member countries of the CIS. The parties have undertaken to reveal and to terminate usage of false trademarks, and to prevent smuggling of goods with false trademarks and geographical denotations across the customs borders of the signatory states. Separate provisions of the Agreement regulate identification of the territorial origin of wines or alcoholic beverages. The Agreement envisions that courts shall have the right to grant petitions to execute preliminary measures without hearing the adversary, if there is a probability that delay will cause irreparable damage to the trademark owner or owner of a geographical name, or if there is a risk that evidence will be destroyed. Ukraine ratified the Agreement with a reservation, according to which, in Ukraine, the protection by an owner of his rights to a trademark or geographical origin must be exercised pursuant to the laws of Ukraine.

·
In 2001, the Regulations on the Procedure for Registering and Transporting Goods Containing Objects of Intellectual Property Across the Customs Border of Ukraine was adopted. This legislative act is an attempt on the part of state bodies to stop export and import of goods manufactured in violation of the rules of trademark marking. Unfortunately, the mechanism established by the Regulations is impracticable. All the work on protection of his rights is assigned to the legal owner. The owner has to detect the offender; petition the customs body giving information on the countries, manufacturers and means of transportation of the counterfeit goods; indemnify all the expenses of storing and examining the objects of intellectual property and indemnify the owner of the goods if the fact of infringement is not confirmed. Additionally, the legal owner must register the goods in a special registry. (Registration is made at the expense of the legal owner). In order to confirm the fact of infringement, the customs inspectorate may suspend customs clearance of the goods, while the trademark owner commences a court action, submitting a court resolution on commencement of proceedings. It is hardly possible to fulfill all these requirements in practice. 

Changes in the Law "On Protection of Rights to Trademarks and Service Marks":

· 
A trademark is protected by law from the moment of application for registration of the trademark. A trademark certificate gives the owner the right to ban other persons from using the registered trademark without the owner's permission, except for in cases when such use of the trademark is not recognized as an infringement of the owner's rights.

· 
A mark, which was used in good faith prior to 1 January 1992 by two or more legal entities to mark similar goods, cannot be registered as a trademark. Thus, any enterprise in Ukraine may manufacture a product labeled with a trademark dating from Soviet times, provided the enterprise had been manufacturing this product before 1992. On the one hand, this change discriminates against manufacturers that have duly registered their Soviet-era trademarks before this change was passed. The change brings to nothing the objective of a trademark; it does not indicate the quality of the goods and does not distinguish them from similar goods. On the other hand, it ends the lingering wars over old trademarks that were fought in Ukrainian courts (e.g.: the three-year-old proceedings over the trademark "Validol" between the companies "Pharmak" and "Darnitsa" and the two-year-old proceedings between the companies "Priluki" and "Reemstma Kiev" for the trademarks "Prima" and "Polyot".) 

· 
The use of a mark on the Internet is recognized as trademark use.

· 
Qualified indications of origin of goods, except for cases, when they are included in a mark as unprotected parts and are registered in the names of persons who have a right to use such marks, cannot be registered as trademarks.

· 
The procedure for issuing the certificate has become more transparent. Now, after the publication of information about the issuance of a certificate, anybody has the right to familiarize themselves with the application materials.

· 
An application to renew the term of a certificate must be accepted by an expert examination institution within six months from the date of the certificate’s expiration.

Trademark regulation under the new Economic and Civil Codes

The new Codes will enter into force on 1 January 2004. The Codes are framework documents. Separate legislative acts will regulate trademark issues in more detail. 

· 
The definition of a trademark changes. Not only a single mark, which distinguishes among goods and services, is called a trademark. A combination of marks can also be recognized as a trademark.  

· 
The rule on the sphere of activity of trademark law is liberalized. According to the Law "On Protection of Rights to Trademarks and Service Marks ", goods or services had to be similar to be covered by a single trademark. There is no such requirement of similarity in the new Civil code.

· 
The novel concept of the “commonly - known mark” is introduced. According to the Civil Code, purchase of the intellectual property right to a trademark, which has been registered abroad or which is recognized in the order established by law as being commonly - known, does not require state registration. The words "in the order established by law" show that the legal actions, which would in detail regulate the criteria and procedure for recognizing a trademark as commonly - known will eventually be adopted. Also, a body competent to determine whether a trademark is commonly - known will be set up. 


The term "well-known mark" is contained in the Rules of Drafting, Submission and Consideration of an Application to Issue a Trademark or Service Mark Certificate. The rules prohibit the registration of marks that are well-known in Ukraine. However, this article does not work and cannot work in practice as the criterion for recognizing a mark as well- known is "an obviousness that the trademark is well-known". (In practice, Ukrainian courts already adjudicate disputes on the recognition of certificates issued for well-known trademarks as invalid. Because of the absence of Ukrainian laws regulating this issue, the courts rely on international customs and criteria: TRIPS, the Cartagena Agreement and the 1999 WIPO Guidelines for Well-Known Marks. The practice of the Ukrainian courts in recognizing trademarks as well-known is extremely contradictory. The Commercial Court of Kiev has recognized the trademark certificate for SEGA, registered in the name of a Ukrainian corporation, as invalid, because the mark is well-known to belong to a Japanese game manufacturer. In a similar case, the Highest Arbitration court of Ukraine has passed a verdict in favor of a Bulgarian company and recognized the trademarks TU-134 and Rodopy as well-known in Ukraine. However, the Chamber on Revision of the Decisions, Rulings and Orders of the Highest Arbitration Court of Ukraine cancelled this decision, indicating that, pursuant to Article 6 bis of Paris Convention for the Protection of Industrial Property, the fact of whether a trademark is well-known must be established by a competent body before consideration of the case itself. 

· 
The novel concept of “trade name” is introduced. A trade name is valid from the moment of its first usage and is protected without mandatory filing of an application for registration and irrespective of the fact of whether it is a part of a trademark.

· 
The list of property rights in the trademark is established, which includes: the right to use the trademark, the exclusive right to permit use of the trademark, the exclusive right to preclude wrongful use of the trademark, including the right to prohibit such usage, and other property rights of intellectual properties established by law.

· 
The novel concept of the “right of the previous user” is introduced. Any person who used the trademark in Ukraine in good faith or conducted considerable and serious preparation for such usage, before filing an application to register a trademark, or if the priority is claimed, before the date of priority of an application, has the right to continue usage free of charge, which was envisioned by the preparations. The right of the previous user can be transferred or can pass to another person only together with a firm or business practice or with a part of the firm or business practice, in which the trademark was used or which invested considerable and serious preparation for such usage.

· 
A trademark can be contributed to a company’s authorized fund.

· 
The value of trademarks possessed is to be considered in cases of bankruptcy of a subject of economic activity.

3) Changes that are to be introduced into Ukrainian law
On 28 November 2002, the Bill "On Introducing Amendments to Some Acts of Ukraine on Intellectual Property" passed first reading. According to the Bill, the Laws "On Protection of Rights to Trademarks and Service Marks" and "On Protection of Rights to Indications of Origin of Goods", and the Criminal, Civil Procedural and Economic Procedural Codes will be amended.

The following changes are planned:

·
to introduce an article, according to which protection of well-known trademarks applies also to goods not connected to those, for which the trademark is recognized as well-known. Courts will be authorized to decide whether a trademark is well-known. 

·
the registration of qualified indications of origin of goods cannot be the basis for annulment of a previously registered mark.

·
penal and criminal sanctions for trademark infringement will be toughened.

·
judges will be authorized to apply the protective measures at the early stages of proceedings.

Ukrainian Difficulties

· 
Lack of specialized patent courts.  

· 
Lack of expertise and experience among judges of courts of general jurisdiction in solving intellectual property disputes. In some commercial courts, specialized chambers of judges considering disputes on protection of intellectual property rights have already been established. (These Boards act as part of the commercial courts of the Republic of Crimea, the regions, the cities of Kiev and Sevastopol, appellate commercial courts and as part of the Highest Commercial Court).

4) The most typical errors and how to avoid them
It is necessary to submit an application for trademark registration. The rights provided by the certificate, are effective from the date of application. It is advisable to submit an application for registration before entering the market, in order not to tempt competitors or blackmailers. 

In case of using a mark, the certificate to which belongs to several persons, one should bear in mind that the relationship between these persons is determined by the agreement between them. If there is no agreement, each proprietor of the certificate can use the trademark and dispose of it at his own discretion, but no one has the right to permit or pass the property right to third parties without the consent of the remaining owners of the certificate. So to avoid conflicts, the parties should enter into an appropriate agreement at the very beginning of their joint cooperation. 

Do not register a trademark in the name of another person. When a foreign company allows its local partners to register its trademark in the name of the local partner, this tends to result in a situation when, after aggravation or a break in relations between the partners, the foreign company is unable to use its trademark in Ukraine, because under the law it is not the legal owner (e.g., the proceedings between the Dutch company Nunhems Zaden B.V. and the Ukrainian company Kouel). 

When registering a trademark, it is necessary to think over all classes, in which activity will be conducted, and to declare all the classes according to the International Classification of Goods and Services. The main difficulty lies in the fact that if an applicant decides to be too careful and to declare classes, in which activity will not be conducted, then if the trademark is not used or is used insufficiently in these classes for three years, any person can petition the court to cancel the certificate. On the other hand, the law does not envision a possibility of expanding a list of goods and services for which a trademark had been registered, so if a businessman decides to expand the scope of his activity, he will not be able to expand the sphere of activity of his trademark to other classes of goods and services.

In case of a verbal trademark registration, it is necessary to avoid words, which in case of possible proceedings may be interpreted by the court as being a specific name. Under the Law, such names cannot receive trademark protection. Ukrainian commercial courts have begun exhibiting remarkable ingenuity in this respect. Thus, the Commercial Court of Kiev has recognized as invalid the certificate issued for the trademark "Krimsekt", as the word "Sekt" means a specific characteristic -- to wit, “sparkling wine”, in German. The court did not take into consideration the fact that, in the state language, which is Ukrainian, this word means nothing and is an artificially generated word.

In case of a representational trademark registration, register a fictitious representation -one which cannot be said by a court to be photographic or realistic and thus lacking a capacity to distinguish. Representations, which cannot be distinguished, cannot receive legal protection. Do not register a representation that a court may find to be too realistic. An example of this is the following case for recognizing the trademark certificate invalid. The defendant registered as his trademark a representation of toothpaste, squeezed out from a tube, in the shape of a star that leaves after itself a striped trace. The plaintiff claimed that the trademark could not receive legal protection, as it was realistic. As Ukrainian law does not contain a definition of a “realistic representation”, the court requested an expert opinion, which concluded that toothpaste lacks a unique shape, the truthful representation of paste-like substances was impossible, except for toothpaste inside a tube, together with a tube, during extrusion from a tube. The court ruled that the representation was not realistic and thus could be protected by law as a trademark.

When registering a representational trademark, it is worthwhile also to file an application to register your firm’s letterhead as an industrial design. If someone else registers a representation, you intend to register as your trademark, as his own industrial design, you will be denied registration of the trademark. 

An applicant has the right to priority of a mark utilized as part of an exhibit, showed at an official or officially recognized exhibition. Ukrainian law does not contain a precise mechanism for proving the status of an official exhibition. A Ukrainian court has recognized certificate issued to organization, which claimed exhibition priority, invalid, when the exhibition was not conducted under the auspices of the government of Moscow. The court ruled that this fact meant the exhibition lacked "official" status. Thus, when claiming exhibition priority, be ready to prove that the exhibition was official or officially recognized.

